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OFFICIAL 



Morrison & Foerster llp 

Attorneys at Law 
755 Page Mill Road 
Palo Alto, California 94304-1018 
Telephone: (650) 813-5600 
Facsimile: (650)494-0792 



To: 



J. 1/* 

Name: 


Facsimile: 


Telephone; 


Commissioner For Patents and Trademarks 
USPTO 


(703) 872-9306 


(571) 272-0732 


From: Jill A. Jacobson 


Date: July 27, 2004 



Niomber of pages with cover page: 1 1 



Preparer of this slip has confirmed that facsimile number given is correct: lQ613/msb5 

CAUTION - CONFTOENTIAL 

This facsimile contains confidential information which may also be privileged. Unless you are the addressee (or 
authorized to receive for the addressee), you may not copy, use, or distribute it. If you have received it in error, 
please advise Morrison & Foerster immediately by telephone or facsimile and return it proirq)tly by mail. 

Comments: ^ — 

Attorney Docket No.: 514012000400 

Filing Date:. October 9,2001 ' ' 

Group Art Unit: 1632 ' • 

Examiner: P, Paras 

Serial No.: 09/973,473 

Inventors: Nahum SONENBERG et al. 

TiUe: NON-HUMAN TRANSGENIC ANIMAL WHOSE GERM CELLS AND SOMATIC CELLS 
CONTAIN A KNOCKOUT MUTATION IN DNA ENCODING 4E-BP1 



Papers enclosed: 

1. Transmittal , (1 page) 

2. Fee Transmittal + duplicate for fee processing (2 pages) 

3. Response tb OfBce Communication and Preliminary Amendment (6 pages) 

4. Petition for Extension of Time Under 37 CFR 1.136(a) (1 page) 
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PTO/SB/21 (0244) 
ApCiwea tbr use through 07/31/2006. OMB 0S51-O031 
U.S. Patent and Trademaifc Office: U.S. DEPARTMENT OF COMMERCE 



TRANSMITTAL 
FORM 

(to be uses/ tor atfcomwortrfCrtCe after/nWa/ fif&7a/ 


Applicalion Number 


09/973.473 


Piling Date 


October 9. 2001 


Rrst Named tnvertor 


Nahum SONENBERG 


Alt Unit 


1632 


Examiner Name 


P. Paras 


Total Number of Pages in This Submisston 


10 


Auonney E>ockei Number 


514O12O0040O 



ENCLOSURES (Check all that apply) 



Fee Transmittal Form + dupticala 
^ |tbrfe$ pfocesstng (2 peges) 

Fee Attached 



0 

□ 

[^Tj Amendment/Reply (6 pages) 

] [After Final 

I ^ AfTidavlts/declaration(H) 
[x^ Extension of Time Request (1 page) 
[ I Express Abandonment Request 

I I InfofmatiDrt Disclosure Stetement 

□ Certned Copy of Priorily • 
Oocum8nt(s) 

□ Response to Mifisino Parts/ 
Inccmplele Application 

□ Response to Missing Parte 
under 37 CFR 1.52 Of1.S3 



j jprawngce) 

I [ Ucenslng-related Papers 



Petifion 



□ 

□ Petition to Convert to a 
Provisional Application 

□ Power of Anomey, Rovcxation 
Changa of Cofrespondenca Address 

j I TerminaT Dlscfalmer 
I I Request for Refund 
I I CD, Number of CD{s) 



□ After AUowance communication 
to Technology Center (TC) 

□ Appeal Comniunicetion to Board of 
Appeals and Interferences 

□ Appeet Communlcabon to TC 
(Appeal Notice, Brlet Reply Brief) 

I I Proprietary inionmatlon 

I [status Letter 

SOtner End05ure(3) (please 
IdendlV below): 

Fac&tmile cover sheet 



RemarKS 



SIGNATURE OF APPLICANT, ATTORNEY, OR AGENT 



or 

Indlvldual'naTnB 



Si^ture 



Date 



MORRISON & FOERSTER LLP (Customer No. 25226) 
Jill A. Jacobson - 40.030 



iuly 27, 2004 



I hereby cerafy thai thla corTBspondence is being trarwmhlad lo th« Pal^and Trademaik Office, via facalmDa to (703) 672- 
&30e. on the dale shaAm below. 



Dated: 



ing ttansmmaa lo me raieman 
'(Micttele BooUitiy) \^ 



pa-905583 
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PTO/SB/17 (10-03) 
Approved Eof uM inrautfi 7/31/2009. OMB069i-traa2 
U.S. PalcAtVdTfBflemaiK Office; U.S. DBPARTMEffrOFCOMfXERCE 

UrtiterthePHpBivvoritRgdud^>^of19^,nopBreon5arefg^^ 



FEE TRANSMITTAL 
for FY 2004 



ARpPcsnt ctalms fimall entity Status. See 37 CPR ^2T 



TOTAL AMOUNT OF PAYMENT | (S) 47^.00 



Complete If Known 



AppncfltiOfl Number 



Filing Date 



Rret Ngmed Inventor 



Examlnor Name 



Art Unit 



Attorney DocKek Na 



09/973,473 



October 9, 2001 



Nahum SONENBERG 



P. Paras 



1632 



514012000400 



METHOD OF PAYMENT (chock aR that appfy) 



□CfBdti 
card 



Depostr Account: 



None 



03-1952 



Aceeuni 
NurrfiBr 

Deposit 
Aeeouni 

Tho DIrtetar 19 autnortzed to: {ch9tit sB0a tiftfiM 

Charoe JsoCs) IndtcTi^d bdow | X [ craab any oworDTynnnis 

CharDG any acfdlUon?) f9c(i) Af any undefpQyineni of teats) 



Morrison & Foeister LLP 



Charga fbc^s) indfeated Ddow. QXC9pt for iha filkio fca 



10 ma aDovB-tdanilfied deposit eccounL 



FEE CALCULATION 



1. BASIC nUNG FEE 
Large Eniny Small ^ty 



FDD 



cede 

1001 

1002 

1003 
1004 
1005 



(0 
770 

340 

S3C 

770 

ieo 



Pea 



0049 

2001 
2002 
20Ct 
2004 
2005 



aas 

170 
265 

.385 
SO 



UUdty (ting fee 
Deelgn fivigfeff 
Rant Itling fa a 
Reissue firng foe 
ProwlBlonal llllng faa 



SUBTOTAL (1) 



0.00 



2- BORA CI-AIM FEE5 FOR UTILITY AND RBSSUE 

Exit* Fee frtjm 
Cbtma _ Mow KgePaia 

Total cisims " 



Independent 
Clatfria 

MulEiple Dependent 



-41 = 

-tOH 



LarpeEntKy 


Small Entity 


F«e 
god9 


FM 


Fw 
Codo 


Foa 

(0 


1202 


ia 


2202 


d 


1Z01 




2201 


43 


1203 


290 


2203 


14S 


1204 


Q6> 


2204 


43 


1205 


1» 


2205 


9 



9^0 



43.00 



145.00 



OjOO 



0.00 



CbUns m exceae of 20 
[ndependenr datms in oxccs9 of a 
MultiTiB dependent dsim. not paM 

" Relaaue ^dependent dstms 
Gvar orispna) patent 

" Rataaua dabns in axcess d 20 
and over original patenr 



SUBTOTAL ^Z) \&) 



O.OO I 



FEE CALCUtJVTION (continued) 



3. ADDITIONAL FEES 



t-yfle Entity Small Entity 



Fee 
Code 

1051 
1052 

1053 
1612 

1B04 

1B05 

1251 
1252 
1253 
12S4 

1255 
1401 
1402 
1403 
1461 
1452 
1453 
iSOl 
1502 
1&03 

i4eo 

1507 
1B96 
6021 



Fee 

130 

50 

130 
2.S20 
920" 

1.B40' 

110 
420 
950 
1,460 

ZOIO 
330 
330 
200 

1.510 
110 

1.330 

1,330 
480 

640 
130 

50 
180 

40 



laOO 770 



1B10 
1801 
1B02 



770 
770 
900 



Fee 
Code 

2051 

20S2 

1053 
1512 
1804 

1803 

Z2$1 
2252 
2253 
2Z54 

2255 
2401 
2402 
2403 
1451 
24S2 
2433 
2501 
2502 
2503 
1480 
1BQ7 
1006 
8021 

280d 

2810 
2801 
1802 



Fbo 
(5) 



Feo Description 



Fee Paid 



Surcharge - late flKng tee Of c^Vn 

SorUt^rge - lata provtslopal fifng fee or cov^r 
aheat. 



83 
25 

130 Non-Engfeh EpadfKaGon 
Z820 For13^e request Ry ex parte reerantn Eton 



920* 



Requesthg puU cation of SIR prior to 
gxaminer acoon 
1 040* ^^4"^^ pimncaban of SR after 
' Examiner action 
S5 BdansloA tor reply wtmln firet menth 

210 Extenaion tor reply within second nnonBi 
475 Extension far reply wHtitt ttitrd month 
740 ExMrtaien for reply wtttiln tovnh monh 
1 .005 Eztenelfin For repty wtttiln flth month 
IBS Notloe of Appeal 
165 Fairto A brief In support of an appeal 
145 Request lor oibI ttaarlng 
1.510 Pebfe'on to Inslllute a public use prOCCOdi^ 
55 Peiidon to revive - unavoidabia 
885 Petitoi t& revive - unlntenllDrTBl 
685 UliI[tyb&ueree(orr«ii£ue) 
240 Deeign Issue fw 
Plant Issue fee 

Petirjons U> Vtt Comnitaaloner 
ProcesGhg fee under 27 CFR 1.17(q) 

Submission of In^rmdlien D(ack»ura Stmt 

Reccrdkig eadi patent assignn^enl per 
property (tknes numtier of pniperfies) 
Piling e sebrtiisslon aRer ikial relec^on 

p7CF*R1.1Z9(a)) 

nan tnor asch sddiQ'onBl imrention to be 
ejwniwd C37CFR 1.129(b)) 

385 Request for ConSrtued Examlnadon (ROE) 

Retiuaat for expedited examination 
of a design application 



320 
130 

50 
100 

40 

385 



other fee (Specify) 



475.00 



^Re^cod by Ba^e Fllkig Pee Paid 



SUBTOTAL <3) 1(S) 



475.00 I 



SUBMfmED BY 



NamB (Prfnt/TypB) 



Jill A. Jacobson 



^SS!^^^,' 140.030 



Telep/mne 



(650) 813-5876 



ZTate 



July 27. 2004 



pa-905582 
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FT0/SB;17 (1(M)3) 

AppTovsd use uvDjgh 7;3i/2(X)6. OMBoeSi-oosz 
U.S.PatM^landTradentantOfncB; U.&.DEPARTMEr^OKCQ(MMERCE 

Under rfiGPaoeiworic ReduabnActoC 1955. to pfw^oro are required to na^^ 



FEE TRANSMITTAL 
for FY 2004 



AppIksntcbirwsmanenUly 9*atua. See37Cf=Rl.27 



TOTAL AMOUNT OF PAYMENT | ($) 475.00 



Complete if Known 



ApplicaBon Number 



Rllng Pate, 



Ftrfit Named Inventor 



Examiner Name 



Art Unit 



Attorney Docket No. 



09/973,473 



October 9, 2001 



Nahum SONENBERG 



P. Paras 



1632 



514012000400 



METHOD OF PAYMENT (check that sppfy) 



Dspostt Account; 



I — I 

Other None 



03-1952 



Morrison & Foerstsr U_P 



Deposit 

Account 
Nurrfaor 

□bposil 
Account 

Thfi Dlrec£Dr IB authortud to: (ciwck^jh^appM 

SOvr^ t^afs) hdkaicd belort j X CfBdIl any wefpaymenls 

X I Ctiarae any addtlonaf ieets) or 9ny undcrpaymni ti tefi(s) 

I ^n^a fbe(Al irttficalBd bekM. oxcapt for 910 iikig tqi^ 
to the abcvc-tdontificd depeaUoticounL 



FEE CALCULATION 



1. BASBC RUNG FEE 
LarQfi CnDty Small Entit/ 



FH 




Fm 


Fco 




Code 






(VI 




10Q1 


770 


2001 


3B5 


UdVty filing I09 


1002 


^to 


2002 


170 


Desron fiTing fcs 


1003 


530 


2003 


265 


Plant filing fB9 


1004 


770 


2004 


38S 


Roi5$ve Efirt^ fee 


1005 


160 


2005 


BQ 





Pee Paid 



SUBTOTALS) ($) 



0.00 



2. EXTRA CLAIM FEES FOR UTILTTY AND REISSUE 

extm Fufrom ^ _^ , . 
Claims befow Fee Paid 



Independent 
Mulfl^te DspendBnt 



41 



10 



-41 = 
-10 = 



43.00 



]= 



Fee 
Cooe 



Pn 

la 



12QZ 
1201 

1203 230 

1204 AB 

1205 ie 



145.00 5 



0.00 



0.00 



Small Entity 



F99 
Codo 

2202 
2201 

2203 
2204 



9 
43 

146 
43 



320S B 



P gB PoB^ripdqn 

trtdfipendent ciainna In exceee of 3 

Mullfple dependent d^m. ff not P9>d 

RalsEue hdapendBnl dalms 
gv«r origpn^^i patent 

Rfiis&ua etatns In esu»BB or 20 
and over origlnBl patent 



FEE CALCULATION (contirtv«0) 



3. ADOfTlONAL FEES 



t-arqe Entity Small EntHy 



Fee 
Cod« 

iOSl 

tOA2 

1612 
1804 
1fiOS 

1251 
1252 
1253 
1254 

1255 
1401 
1402 
1403 
1451 
14S2 
14$3 
1501 
1502 
1503 
^490 
1B07 
180S 

eo2i 

iaio 
1B01 

1002 



SUBTOTAL (2) RsT 



*er numttw ftT9Vtowty fF gnater ParReissuas, £e» above 



Pee 

130 
SO 

130 

2.520 
920* 

1.840* 

110 
420 
950 
1.480 

2,010 
330 
330 
2flO 

1.510 
110 

1^ 

1.330 
480 
G40 

lao 

SO 
1B0 
40 

770 
770 
770 
800 



Pee 
GMle 

2051 
2052 

1053 
1B12 

iao4 

1805 

2251 
2252 
22S3 
ZZ&4 

2255 
2401 
2402 
2403 
1451 
2452 
24fi3 
2G01 
2502 
2503 
14B0 

1B07 
1906 
BQ21 
2B09 

2B1D 
2801 
1902 



Rio 
(*) 

65 
25 



Pee Description 

SurchafB8-bt« 131119 f^ewoam 

Surchar oe - late pravlsloral filtng Tee 0^ «M«f 
sheet 



Pea Paid 



130 NorvEngKsh speciflcalhin 
2,520 FortVbtgarvqueulwejrptfferaexamliadop 



sacr 



Requesting publicaBM of SR prior lo 
Examiner action 
^ Requesting publcab'on^SlRflRar 
' Ejommfif action 
55 Extension fix reply wiUilA first month 
210 Extension for reply vrilAin aecond monm 
47$ Ejttenslon for reply wKhin third month 
740 Extension fier repry wtuiln ttounh month 

1.00s Extension ro^reptywfthtntiimmonih 
16$ Notice of Appeal 
1 eS Ftl'mg 9 t^nof in iupport or an sppesl 
14$ Revest for orsl heerfeig 
1.510 Petition to inallliJle a puDic USB proceedipg 
55 Pedikm to revTva'* un^vdidable 
685 Pelldon to revtvB - un'mtonfiondl 
6BS UQMy tesue fee (or reiswa) 
240 Design issue (ee 
Rant IssMO Tpo 

Patmons to the CommiSSlorter 
ProeaflfllAo fee under 37 CFR i.i7(q) 

Svtmls^oA OF mfomiarion Dlscksura Stmt 

Racordhg each patent d^fgnmenl par 
proparty (Umea niMnber of propertiesl 
Ring > $ubmi&alen altar tfeial rejection 
(37Cmi.l2d(a» 
For each additional irtventlon to l»e 
eMamtnad C37CFRl.l2d(b)) 
3B5 R£queslfDrContinuBdExarT>n»Qort(RCE) 

--^ Retyjest for axpadllBd exarnnation 
of a design dipplicafion 



320 
130 

SO 
100 

40 
385 
385 



475.00 



Other lee (spedfy) 



'Reduced by BwSc FUng Fae Paid 



SUBTOTAL (3) FffT 



475.00 



suauirroa by 



jComplBiB apAfcafcteJ) 



Sfanahire 



Jill A. Jacobson 



oat9 



(650)813-5876 



July 27, 2004 



DUPLICATE COPY 

. pa-905582 FOR FEE PROCESSING 
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RECEIVED 

CENTRAL FAX CENTER 

©OOS/Oll 

JUL 2 7 2004 

OFFICIAL 

Docket No.: 514012000400 

(PATENT) 



I hereby caufy that this cwfcspoDdcnw is being nansinitlcd to the Piati ! 
(703) 87i-930$,.an ih4-daic thovn bdow. 



(703) 872r9306, on ihylaic 



Signntuic: 




demartt OHicei via ficshnOc lo 



(Michelle Booihb>) 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

In re Patent Application of: 
Nahum SONENBERG et al. 

1 

Application No.: 09/973,473 Art Unit: 1632 

Filed: October 9, 2001 Examiner: P. Paras 

For: NON-HUMAN TRANSGENIC ANIMAL 
WHOSE GERM CELLS AND SOMATIC 
CELLS CONTAIN A KNOCKOUT 
MUTATION IN DNA ENCODING 4E-BP1 

* 

RESPONSE TO OFFICE COMMUNICATION AND PRELIMINARY AMENDMENT 

Coimnissiorier for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 

Dear Sir: 

INTRODUCTORY COMMENTS 

This is in response to the Office Communicalion mailed on April 13, 2004 (Paper 
No. 0404), for which a response was due on May 13, 2004. A petition and fee for a three-month 
extension of time are submitted herewith, extending the deadline for response to August 13, 2004. 
Accoidinglv, this response is timely filed. 



pa-904605 
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